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DETAILED ACTION 
Specification 

1. The disclosure is objected to because of the following informalities: at page 1, in 
the reference to the parent case 09/996,304, it should be indicated that the parent case is 
now abandoned. 

Appropriate correction is required. 

Claim Objections 

2. Claims 34 and 36 are objected to because of the following informalities: (1) in 
claim 34, line 3, // ml/m2 // (both occurrences) should be "ml/m 2 ". (2) in claim 36, line 2, 
// ml/m2 // (both occurrences) should be "ml/m 2,, . Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 24-36 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the application of first and second mediums 
using curtain coating applicators, does not reasonably provide enablement for 
application using other forms of applicators. The specification does not enable any 
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person skilled in the art to which it pertains, or with which it is most nearly connected, 
to make and/ or use the invention commensurate in scope with these claims. 

The application as originally filed in the parent application always provides that 
the application method and apparatus is by curtain coating. There is no indication that 
the method will work with other forms of application, and one of ordinary skill in the 
art would have to perform undue experimentation to test every possible application 
method and apparatus to see whether it would actually work. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 34, 43 and 44 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 34, line 1, "said first curtain applicator unit" lacks antecedent basis, since 
no such applicator unit is provided in parent claim 24. 

Claim 43, it is unclear what speeds are actually required, because coating graphic 
papers or cardboard is not necessarily required. When coating plain paper, for 
example, the speed requirements are not clear. 

Claim 44, it is unclear what weights are actually required, because coating 
graphic papers or cardboard is not necessarily required. When coating plain paper, for 
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example, the weight requirements are not clear. Furthermore, it is unclear if these 
weights refer to the coating when wet or when dry. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 24-34, 36-38 and 41-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakamura et al (US 4230743). 

Nakamura teaches a method of adding layers to a material web. Figure 4 and 
column 1, lines 10-15. At least one first layer of a first application medium is applied to 
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the web. Figure 4 and column 7, lines 1-15. At least one second layer of a second 
application medium is applied to the material web. Figure 4 and column 7, lines 1-15. 
The application mediums are liquid or pasty. Column 7, lines 60-65, and column 10, 
lines 30-40. The first application medium (the microcapsule containing medium) can 
have a solids content of 10-60 wt% . Column 7, lines 60-68. The second application 
medium (the color developer) can have a solids content of 10-6^% . Column 12, lines 30- 
40. The viscosity of the first medium can be 20 to 200 centipoise (=mPas). Column 7, 
lines 60-68. The viscosity of the second medium can be 10.8 or 19.5 centipoise (=mPas). 
Column 15, lines 60-65 and column 16, lines 55-60. 

Claim 25: the water retention capability of the second application medium can be 
higher than that of the first application medium, as the amount applied of each material 
can be roughly the same and the second medium can contain an absorptive material, 
such as clay, not found in the first medium. Column 10, lines 25-40 and column 13, lines 
30-40. 

Claim 26: the density of the first application medium can be significantly greater 

than the density of the second application medium, given that in Example 2, for 

example, the first medium has a significantly higher solids content than the second 

15 

medium, indicating its greater weight. Column!*; lines 35-65. 

Claim 27: the viscosity of the first medium can be higher than that of the second 
medium, given that the viscosity of the first medium is taught to be 20 to 100 centipoise, 
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while the viscosity of the second medium can be as low as 10.8 centipoise. Column 7, 

lines 60-68 and column 15, lines 55-65. 

Claim 28: the first medium, for example, can be an aqueous solution or 

dispersion of solid particles. Column 7, lines 60-65 and column 10, lines 1-10 (the solid 
second 

particles). Thes^ane medium can also contain solid particles, such as clay as an 
aqueous solution or dispersion. Column 12, lines 30-40 and column 10, lines 25-35. 

Claim 29: the first medium can be a butadiene-styrene dispersion. Column 9, 
lines 50-55. The second medium can be a butadiene-styrene dispersion. Column 12, 
lines 40-45 and column 15, lines 55-65. 

Claim 30: the solid particles can be mineral pigments or plastic particles. Column 
10, lines 5-20. 

Claim 31: the solid particles can be plastic, microcapsules or starch. Column 10, 
lines 5-20. 

Claim 32: the first medium can have solids content of 10-60 wt%. The viscosity 
can be 20 to 100 mPas. The first medium can be a barrier layer, to the extent that the 
surface is covered and a protective mateiral is also present. Column 10, lines 1-10. 

Claim 33: the first application medium can be a starch solution. Column 10, lines 
5-10 (note the presence of starch). 

Claim 34: the first application medium can be applied with a curtain coater in an 
amount of 3.4 1/min (3400 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 300 
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m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 3400/(.8 x 300) 

■n* 

= 14 ml/mm. 
A 

Claim 36: the second application medium can be applied with a curtain coater in 

an amount of 4.7 1/min (4700 ml/min) for a slit length of 800 mm (0.8 m) at a speed of 

300 m/min. Column 17, lines 35-45 (sample 9). This provides an amount of 4700/ (.8 x 

300) = 19.58 ml/»». 

A 

Claim 37: the apparatus can include a first curtain applicator unit with a first 
discharge nozzle, whereby the first medium is discharged as a first curtain onto a 
moving base. Figure 4 and column 7, lines 1-15. A second curtain applicator unit with a 
second discharge nozzle is provided for providing the second medium as a second 
curtain onto a moving base. Figure 4 and column 7, lines 1-15. The second applicator is 
positioned relative to the first applicator such that the first coating is still wet when the 
second coating is applied. Figure 4 and column 7, lines 1-15. 

Claim 38: the curtain applicators apply the mediums, respectively, onto the 
moving base in a substantially finally metered manner. Figure 4 and column 7, lines 1- 
25. 

Claim 41: the curtain heights of the first and second curtains can be about 10 to 
20 cm (100 to 200 mm). Column 13, lines 40-45. 

Claim 42: the first curtain applicator can discharge the first medium at 3.4 1/min 
for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). This gives 3.4/0.8 = 
4.25 1/min per meter of width. The second curtain applicator can discharge the first 
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medium at 4.7 1/min for a width of 800 mm (0.8 m). Column 17, lines 35-45 (sample 9). 
This gives 4.7/0.8 = 5.875 1/min per meter of width. 

Claim 43: the base speed can be 1000 m/min. Column 5, lines 35-40. For 
example, the speed can be 300 m/min. Column 17, lines 35-45. 

Claim 44: the coating amount can be greater than 4 g/m2 for each layer. Column 
13, lines 30-40. 

Claim 45: the web can be a paper of film web. Column 13, lines 5-15. 

Nakamura teaches all the features of these claims except (1) that the viscosity is 
measured as a Brookfield viscosity determined at 100 rev/min (claim 24), (2) the 
density (claim 32), (3) the distance between the first and second applicators (claim 37), 
(4) the exact amount of material (claim 44). 

It is the Examiner's position that it is well known to measure viscosity using a 
Brookfield system determined at 100 rev/min. If applicant disagrees, he should so state 
on the record. 

It would have been obvious to one of ordinary skill in the art at the time the 

invention was made to modify Nakamura to provide that the viscosity is within the 

claimed range when measured using the Brookfield system determined at 100 rev/ min, 

zoo 

because Nakamura teaches a range of 20-t88 centipoise viscosity without telling 
precisely how it is measured, and it is the Examiner's position that the use of a 
Brookfield system to measure the viscosity is a well known way of measuring viscosity , 
and its use# would provide the desired viscosity of Nakamura when performing the 
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process of Nakamura. It would further have been obvious to provide a density within 
the claimed range when performing the process of Nakamura, as Nakamura teaches to 
use an aqueous base and to given a range percentage of solids of defined additive 
materials, which would provide densities in the claimed range. It would further have 
been obvious to modify Nakamura to perform routine experimentation to optimize the 
distance between the first and second applicators, because Nakamura teaches to apply 
the second coating while the first coating is still wet, and therefore, the second 
applicator must be close enough to the first applicator for this to occur, based on the 
materials used and the speed of the coating. It would further have been obvious to 
modify Nakamura to perform routine experimentation to optimize the exact amount of 
material to be applied based on the materials to be used, because Nakamura teaches to 
apply more than 4 g/m2 of material for each layer. 

10. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
as applied to claims 24-34, 36-38 and 41-45 above, and further in view of Shay (US 
5192592). 

Nakamura teaches all the features of this claim except the ink filled 
microcapsules. Nakamura teaches that microcapsules can be provided in the first 
coating as part of the protective agent, where the microcapsules are filled with other 
than color developer. Column 10, lines 1-10. The microcapsules can be 3-50 microns is 
size. Column 10, lines 10-20. The solids content of the first coating can be 10-60 wt%. 
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Column 7, lines 60-68. The viscosity of the first coating can be 10-200 centipoise 
(=mPas). Column 7, lines 60-68. 

However, Shay teaches that it is known to provide aqueous coatings of styrene- 
butadiene latex, clay/starch, calcium carbonate and ink capsules. Column 6, lines 45-50. 
the solids content of this coating can be about 50 wt% . Column 6, lines 55-60. Shay 
teaches that the taught coatings can be commonly applied by blade, roll and curtain 
coating processes. Column 5, lines 50-60. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura to use ink filled microcapsules as suggested 
by Shay with an expectation of desirable coating results, because Nakamura teaches 
that microcapsules filled with other than developer can also be used in the first coating 
and Shay teaches that it is well known that capsules of ink can be curtain coated. 

11. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
as applied to claims 24-34, 36-38 and 41-45 above, and further in view of Greiller (US 
3632374). 

Nakamura teaches all the features of this claim except the vacuum device 
positioned between the two applicators. 

However, Greiller teaches that when curtain coating, it is well known to position 
a vacuum device attached to a curtain coating system to be placed directly before a 
curtain. Figure 9 and column 10, lines 30-45. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura to a vacuum device positioned between the 
two applicators as suggested by Greiller with an expectation of desirable coating 
results, because Nakamura teaches curtain coating with two devices in series, and 
Greiller teaches the desirability of placing a vacuum device directed before the curtain 
of a curtain coating device, which would provide a vacuum device prior to the first 
curtain coater and the second curtain coater of Nakamura, and the vacuum device prior 
to the second curtain coater would be located between the two curtain coaters. 

12. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakamura 
as applied to claims 24-34, 36-38 and 41-45 above, and further in view of Saito et al (US 
5136970). 

Nakamura teaches all the features of this claim except the guide elements. 

However, Saito teaches that when curtain coating, it is desirable to provide guide 
elements that guide curtain flow from the slot of the curtain coating nozzle. Figures 1-3 
and column 3, lines 5-25. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nakamura to a curtain guide member as suggested by 
Saito with an expectation of desirable coating results, because Nakamura teaches a 
method of curtain coating in series and Saito teaches that it is desirable to use a guide 
member when curtain coating. 
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Conclusion 


Any inquiry concerning this communication or earlier communications from the 


examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:oo-3:3o) with the First 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 


for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:// pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). v 
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